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Small Claims Patent Court Comments

There already exists a trademark small claims court at the USPTO, but the TTAB
absolutely refuses to allow it to be used.  Hopefully appropriate measures will be
taken when creating a patent small claims court so as to ensure it will be used.

Trademarks can be registered either on the principal register (where most
trademarks are registered), or on the supplemental register.  According to 15 USC
1091, marks “not registerable on the principal register” may be registered on the
supplemental register.  This registration imbues the owner with practically no rights,
which means no right to claim infringement against another user of the same mark. 
Consequently, trademark applicants do not prefer this registration.

The legislative history of the Lanham Act shows that the supplemental register was
created to satisfy a trade treaty with Latin American countries.  Consequently,
Congress did not want the owner of a mark on this register to abuse it by claiming
rights the owner does not have.  So they created 15 USC 1092 which, although it
doesn’t use the words “small claims court,” describes a procedure which is exactly
that.  This procedure allows a complaint to be made, a hearing to be held, and the
offending mark cancelled.  It’s that simple.  By my estimation this should take two or
maybe three months.  But when I attempted this, it took me six years to cancel a
supplemental registration, and I only did so at a federal court, because the TTAB
will not follow this law.

The law reads in pertinent part as follows.

Whenever any person believes that such person is or will be damaged by the
registration of a mark on the supplemental register—

(1) such person may at any time, upon payment of the prescribed fee and the filing
of a petition stating the ground therefor, apply to the Director to cancel such
registration.

The Director shall refer such application to the Trademark Trial and Appeal Board,
which shall give notice thereof to the registrant. If it is found after a hearing before
the Board that the registrant is not entitled to registration, or that the mark has been
abandoned, the registration shall be canceled by the Director. 

Note in the last paragraph that there shall be “a hearing ”






